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Applicant(s) 

PORCARI, DAMIAN 


Examiner 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 7.12 and 16-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) M Claim(s) 16-20 is/are allowed. 

6) M Claim(s) 7 and 12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Preliminary Note: This office action includes new grounds of rejection addressed to 
claims 7 and 12. The action further includes suggestions for overcoming the rejections to these 
claims. This action is non-final. 

35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 7 and 12 are rejected under 35 U.S.C. 101 because the claimed invention is non- 
statutory. 

Claims 7 and 12: Each of claims 7 and 12 define a series of steps that can be performed 
by mental processes, pencil and paper notations, and manual movement of documents. None of 
the steps involve a technological art, environment or machine. For example, in both claims 7 and 
12, all of the generation steps can be performed by purely mental processes. All of the 
identifying steps involve manual movement of documents. All the classifying and entering steps 
can be performed by making pencil notations. 

Accordingly, the language of claims 7 and 12 raise a questions as to whether the claim is 
addressed to an abstract idea that is not tied to a technological art, environment or machine 
which would result in a practical application producing a concrete, useful and tangible result to 
form the basis of statutory subject matter under 35 USC 101. For the requirement of "useful, 
concrete and tangible result", see State Street 149 F.3d at 1373, 47 USPQ2d at 1601, 1602 and 
MPEP2106. 

Suggestion: Amend claims 7 and 12 to define steps as programming on computer 
readable media. For example, amending the preamble of claim 1 to read: "Computer readable 
media encoded with programming to perform a method for classifying documents using a 
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classification system comprising the steps of:" Such an amendment is supported in the original 
specification (page 5, lines 10-13). 

Claims 16-20 are allowed. 

This office action is non-final. 

Any inquiry concerning this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. / 




Sam Rimell 
Primary Examiner 
Art Unit 2165 



